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Plaintiff, 

- against - 

Defendant. : 
X 

TRUMP & BOUTCHER, LLP 
Attorney for Plaintiff 
46 Route 25A, P.O. Box 830 
East Setauket, New York 1 1733 

FARRELL FRITZ, P.C. 
Attorney for Defendant 
1320 Recltson Plaza 
Uniondale, New York 11556-0120 

I [poi- the toilowing papers iiumbered 1 to 33 read on this motion for summary iudgment; cross motion to transfer 
wanother ~ i i d ~ :  Notice of Motion/ Order to Show Cause and supporting papers ; Notice of Cross Motion and 
suppe)rting pq)ers 25-33 : Answering Affidavits and supporting papers ; Replying Affidavits and supporting papers 
___ : Other- defeiidant’s memorandum of law; defendant’s reply memorandum of law; (p 
Lzrrchr lr lmsr t f t~ .nr i tn tr t )  i t  is. 

1-24 

ORDERLA9 that this motion by defendant for an order pursuant to CPLR 3212 granting suinniary 
j~id;nient dismissing the complaint is denied; and it is further 

OKf)ER1l?D that tlhe cross motion by plaintiff for an order (i) pursuant to CPLR 2221 transferring 
dcfendant’s motion to the Honorable Elizabeth Hazlitt Emerson, J.S.C., for decision, and (ii) pursuant to 
C‘PLR 32 12 granting partiial summary judgment in plaintiffs favor and against defendant that plaintiff 
j~istil‘iably rc:lied on defendant’s alleged misrepresentations, is denied. 

I n  this tixiid action, the plaintiff seeks judgment (i) cancelling and rescinding an “Inventors’ 
.4gi-cciiien~” dated March 1 1 ,  1997 (“the Agreement”) by reason of the defendant’s alleged 
misiepi-csciit~tioiis inducing the plaintiff to enter into the Agreement, and (ii) in the amount of 
’$74.!,500.00, representing the fair value of the work, services, and contributions made by the plaintiff on 
die ~nvc i i~ ion  ~l~li icli  is the subject of the Agreement. 
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Accordiiig to the ]plaintiff, who is a German citizen, he entered the United States in 1994 on a 
stuclcnt \ IS; to pursue studies at the State University of New York at Stony Brook. There, he enrolled as 
a iicln-matriculated student in a computer studies class taught by the defendant, a professor of computer 
sciencc. Wheii the plaintiff successfdly completed the class, the defendant approached the plaintiff and 
sug:;ested tha t  hr: apply for a position in the University’s doctoral program. The plaintiff was 
sub:;eqiicntly acc epted inio the program beginning in the 1995 fall semester and was awarded a 
scholarsliip \\ IIIC h required him to serve as a teaching assistant his first year and a research assistant in 
succeeding ycar:. With the plaintiffs visa status limiting the scope of his study and employment, the 
Jefcmlant assumed 1he roles of the plaintiffs faculty advisor, supervisor, mentor, and guide, advising the 
plaintiff i n  Iiis sc Icxtion of courses, directing and supervising his research, authorizing employment 
outside the L~niversity, and approving the plaintiffs doctoral dissertation. 

I n  tl e fall of  1996, the plaintiff began serving as the defendant’s research assistant, focusing on a 
~echnologic~l  prol-llem i n  the area of “volume-rendering architecture” and, in January 1997, the plaintiff 
coii-~~iencect writing a paper regarding his research. On March 10, 1997, the defendant advised the 
plai i t i f f  that [lie pitent which it was anticipated would arise from the research required the submission 
o f  a documctnl eiitrtled “New Technology Disclosure” to the Research Foundation of the State University 
of’blew J’ork This document was signed by both parties and submitted to the Office of Technology 
I _ ~ c ~ m i n g  on March 10, 1997. The following day, the defendant advised the plaintiff that a document 
enti let1 “Inventors’ Agreement” had to be executed and submitted as well. As they walked to the office 
whci-e the A greeinent was to be signed, the defendant explained that the plaintiff, as an employee of the 
University, had ‘ signed away” his rights to participate in or otherwise profit from any inventions, 
tlcvc:lopmei ts or patents arising fioni the research and, in fact, had “signed away” his rights for anything 
hc did  011 Iliii\’eisity time or using University equipment. The defendant also explained that because the 
plai1itilTwaj to rxcive the benefit of having his name listed on the patent, the defendant was required to 
cissi4<ii to the  plaintiff a fraction of the inventors’ 40% share of the royalties. Accordingly, the defendant 
\vas willing to give the plaintiff one percent of the inventors’ share of tlie royalties, based on tlie 
plaintifl’s “ i i i n i i n ~ i 1 7 ’  conitributions to the work, as a “bonus” or “gift” to the plaintiff. Based on the 
defendant’s rcprmentations, and because of the relationship between the parties, the plaintiff signed the 
“Inventors’ Agreement” reflecting that the defendant was entitled to 99% of the royalties and that the 
plaiiitiff’wa:; cntitled to the remaining one percent. Over the next several years, the defendant received a 
tola1 o f  S750,OOC from the patent, of which the plaintiff received $7,500. The plaintiff subsequently 
learned that thc I Jiiivei-sit:y’s patent policy did, in fact, permit him to share in the royalties from the 
patent ’ This x t i o n  followed. 

’ I h c  puji(:j is i ~ d i f i d  at 8 NYCRR 9 335.25, cntitled “Patents and Inventions Policy,” subdivisions (b) 
m d  I i) ofwl  ich provide, i n  relevant part, as follows: 

(12) A I1 ~ n ~ e n t i o n s  made by faculty members, employees, students, and all others utilizing 
~ i n i \  (’1 sity fiicilities at any of tlie State-operated institutions of State University shall belong to 
CtJte I ni\ersity * * *. 

(continued.. .) 
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The plaintiff alleges in his complaint that he was fraudulently induced to enter into the 
Agi eement beca.ise of the representations made to him by the defendant, i. e., that the plaintiff had signed 
~ i w y  IiLs riglit to any profit arising from his work but that the defendant was required to assign a fraction 
of the iii~ci- tor’s share of profits to the plaintiff if the plaintiff were to be listed on the patent, which the 
dcf(:ndant hnen to be false, and also because of the parties’ relationship and the influential power and 
con rol ol’tlic defcndant. 

 foil.^^ ing service of the complaint, tlie defendant filed a pre-answer motion to dismiss tlie 
con Iplaint pursu;mt to CPLR 321 1 (a) ( 1 )  and (7). By order dated October 28, 2004, this Court 
(En- erson. .I ) deiiied the defendant’s motion, noting, in part, that “[iln view of the parties’ relationship, 
thei r unequ;il bai gaining power, and the fact that tlie plaintiff was not represented by counsei when he 
signed 1he agi-ectnent in question * * * the plaintiffjustifiably relied on the defendant’s alleged 
mtsi-eprcscr tations to his detriment.” 

Nou,.  diszovery 1i;iviiig been completed and a note of issue having been filed on November 16, 
2OOt‘j, the dlbfendaiit moves for summary judgment dismissing the complaint. The defendant contends 
that the pial titiff cannot cllaini justifiable reliance on the alleged misrepresentations because he failed to 
eseicise ordinar!, ciiligeiice to obtain a copy of the policy or to learn of his rights under the policy, 
part cularly gi k ~ i i  that the policy is a matter of public record, and because the alleged misrepresentations 
‘LIT directly x i i t i  adicted by the express terms of tlie Agreement.* The defendant also contends that fraud 
doe:, not lie 1xca;ise the defendant’s statement that the plaintiff had “signed away” his rights in the 
I tivention WIS triic. The plaintiff cross-moves for an order (i) transferring the defendant’s motion to 
lust ce Emerson for decision, on the theory that the defendant’s motion is essentially a recapitulation of 
all the argut ,ients presented and disposed of on the prior motion to dismiss, and (ii) for partial summary 
iudgment in his favor on the clement ofjustifiable reliance, based on the related “finding” from the prior 
:,I-dcl-. 

.4ddi-essiiig, first the branch of the plaintiffs cross motion which seeks an order transferring the 
l.iefendant’s motmn, the Court finds the plaintiffs argument without merit. Notwithstanding that the 

’ ( . . .con t I I l l  led ) 
( c )  M’iih rcspect to any invention obtained by or through State University or assigned to or as 
d i m  t e l l  by it in accordance with the foregoing provisions, the university, in recognition of the 
nicriiorious services of the inventor and in consideration of the inventor’s agreement that the 
in\w t i o n  shall belong to the university, will make provision entitling the inventor and the 
invertor’s iieirs or lcgatees to a nonassignable share in any proceeds from the management and 
licci1:;iiig (+i‘suili invention io the extent of40 pcrcent of the gross royalty paid, unless this 
cxcetds the limits fixed by applicable regulations of the relevant sponsoring agency, which will 
coI1tr:)l I l l  ,ilIch cilse,~. 

1 ,  

- I‘he Agi-cement recites, in part, that the plaintiff and the defendant “were responsible for the 
,.ievelopment o f  t h t :  invention” and, “[iln accordance with the Patent Policy of the State University of New York, 
1,nveiitors are entitled to share in 40%) of gross royalties received by the Research Foundation of the State 
ij J i i  i v ersi ty o I’ h e n  York . ” 
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defc ndant’s currmi motion and prior motion to dismiss cover much of the same legal ground, the current 
motion docs not attempt directly to affect the order deciding the prior motion and, therefore, the 
inardatory transl’er conteinplated by CPLR 2221 (a) is not implicated. Nor does Justice Emerson’s 
presumed fiiiiii1i;irity wit11 the action warrant a discretionary transfer under CPLR 2217 (a); indeed, it is 
one of thc priniai-y functions of this Part to hear and determine motions for summary judgment made 
.iftei- a note 01‘ issue is filed, irrespective of whether a comprehensive motion to dismiss has previously 
been niadc. The Court further notes that whether any finding in the prior order may be deemed “law of 
ilie c:asc,” a:, tlie plaintiff claims, is immaterial to a determination as to the propriety of a transfer. 
4cc ~rdii iglj~,  the Court dtxlines to order the requested transfer. 

I’he delelidant’s motion is denied in any event. The defendant contends, in part, that the plaintiff 
had the nieans to ascertain tlie truth or falsity of the alleged misrepresentations and, therefore, could not 
justif iably Iia\,c relied on them, because he had access to the policy and to sources capable of educating 
him ‘1s to hi j r igj i ts  under the policy. However, the Court does not view the Agreement as an arms- 
length transxtion between parties on equal footing. Given the nature of the parties’ relationship and the 
lcvel of. trust reposed by the plaintiff in the defendant. together with the circumstances under which the 
pIainliff\va:; presented with and ultimately agreed to sign the Agreement, it cannot be said as a matter of 
law that the plaiiitiff had no right to rely on the defendant’s representation (see, Matter ofGordon v 
Binlystoker Ctr. & Bikicr Choliin, 45 NY2d 692,412 NYS2d 593 [ 19781). Even if the plaintiff had read 
[lie I)oIicy, 1.c mi $it reasonably have believed that he was not an “inventor” within the meaning of the 
polic:y and, lienee., not entitled to receive any portion of the royalties. Furthermore, while it is true that 
the plaintiff-. as a i  employee of tlie University, did relinquish any rights he may otherwise have had 
relative to tlic inTrention itself, he did not relinquish his right to a share of the royalties and, 
Iconequentlv, it I S  not true that the plaintiff “signed away” his right to profit from the invention. 

‘J’he 1-cniaii71ng portion of the plaintiffs cross motion, which is for partial summary judgment, is 
idenicd as tii- timely, the application having been made more than 120 days after the filing of the note of 
ilssu(: witlioL t an) showing of good cause for the delay (see, CPLR 3212 [a]; Brill v City ofNew York, 2 
V\’? d 648, -79 I I’JYS2d 261 [2004]). In any event, the Court does not read Justice Emerson’s prior order 
s ~ s  incoiporating 1 finding that the plaintiff justifiably relied on the alleged misrepresentations, only that 
ihere \;cas a question of fact as to reliance sufficient to withstand the motion to dismiss. 
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