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SUPREME COURT OF THE STATE OF NEW YORK - NEW YORK COUNTY 

-/zLILn 
Justice 

PRESENT: PART /r 

cr).r P k W r n C  MOTION CAL. NO. 

The following papers, numbered 1 to were read on thls motion to/for 

PAPERS NUMBERED 

Notice of Motion/ Order t o  Show Cause - Affidavits - Exhibits ... 
Answerlng Affidavits - Exhibits 

Replying Affidavlts 

Cross-Motion: Yes 0 No 

Upon the foregoing papers, it Is ordered that this motion 
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Plaintiff, 
Index No. 103456/08 
M t n  Seq. 001 

- a g a i n s t -  

SAY WHAT INC., et a l ,  

D e f e n d a n t s .  

WALTER 8 .  TOLUB, J.: 

This is a case which n o t  o n l y  reaffirms New Y O r k ’ S  standing 

a s  t h e  f a s h i o n  capitol of  t h e  world, but demonstrates t h a t  t h e  

s p i r i t  of  Seven th  Avenue endures. By this a p p l i c a t i o n ,  Plaintiff 

seeks  a preliminary injunction enjoining and restraining the 

Defendant  from using Plaintiff‘s sweater design. 

UGLA 

The essential f a c t s  a r e  n o t  disputed. In June of 2 0 0 5 ,  the 

P l a i n t i f f ,  S p i c y  C l o t h i n g  Company, entered  Into a n  agreement with 

Takeout ,  I n c .  ( “ T a k e o u t ” ) .  Takeout was engaged to d e s i g n ,  

manufacture and m a r k e t  women’s s w e a t e r s  for the Plaintiff. 

In F e b r u a r y  of this year, Takeout crea ted  a sweater-jacket 

and s e n t  a sample to Macy’s f o r  i t s  consideration. 

was s e n t  on February 13, 2008 and Macy‘s agreed to return the 

sample by F e b r u a r y  l g t h .  When the sample was not received on the 

l g t h ,  Takeout contac ted  Macy‘s and discovered that Macy‘s had 

The sample 
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apparently e r r o n e o u s l y  shipped t h e  sample to Plaintiff's 

competitor, t h e  Defendant ,  Say What I n c .  Takeou t ,  on February 

20, 2 0 0 8 ,  sent a r e p r e s e n t a t i v e  t o  r e t r i e v e  t h e  sample from t h e  

Defendant .  Defendant  t u r n e d  over t h e  sample b u t  o n l y  a f t e r  

photographing it. A day later, Takeout  was informed by a senior 

buyer  at J . C .  Penny that in an  attempt t o  s o l i c i t  o r d e r s ,  t h e  

Defendant  had submitted photos of the very  same sweater-jacket to 

JCPenney.  T h i s  action e n s u e d .  

Defendant  admits that it "mistakenly" solicited orders f o r  

the sweater, and agrees n o t  t o  manufac tu re  o r  s o l i c i t  orders, b u t  

w i l l  n o t  stipulate t o  an  i n j u n c t i o n  because, among other reasons, 

if the sweater - jacke t  e n t e r s  t h e  p u b l i c  domain, i t  does n o t  want 

to be precluded from any  f u t u r e  manufacturing. 

piscussion 

A preliminary i n j u n c t i o n  i s  a provisional remedy designed to 

maintain the status quo between the p a r t i e s  until litigation is 

concluded .  (Ba r r ,  Atlman, L i p s h i e ,  Gerstman, New York Civil 

Practice Before  Trial, [James Publishing 20061 517:03 c i t i n g  

Vnifarmed F i r e f i q h t s s  A s  s ' n  v .  C i t v  of N e w  Yor)El 7 9  N Y 2 d  2 3 6  

[1992]). 

with respect  to the subject of  the underlying a c t i o n .  

c i t i n g  Beraer v .  Raab, 161 A D 2 d  865 [Jd  Dept 1 9 9 0 1 ) .  A 

preliminary i n j u n c t i o n  may not: i s s u e  without n o t i c e  t o  t h e  

It prevents Defendant  from violating Plaintiff's r i g h t s  

(a., 
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opposing p a r t y  a n d  a h e a r i n g  (CPLR 6311[1]), and remains in 

e f fec t  until the f i n a l  judgment is e n t e r e d  or the i n j u n c t i o n  is 

vacated. (U. ,  c i t i n g  Heisler v. Grins -raz, 2 3 8  AD2d 7 0 2  [3d Dept 

19971). 

In orde r  to obtain a preliminary injunction, Plaintiff must 

demonstrate: "(1) the likelihood of success on the merits; 

(2)irreparable i n j u r y  absent the granting of the preliminary 

injunction; and ( 3 )  a balance of the equities to effect 

substantial j u s t i c e  and preserve the s t a t u s  quo." (W.T, Grant CQ. 

v. Scroq i, 52 NY2d 4 9 6  [1981]; see also Ros e n f e l d  v.  W.B. 

Saunders, F. Supp.  2 3 6  at 2 4 0  [ S D N Y  19901). 

The c o u r t  is s a t i s f i e d  t h a t  the failure to g r a n t  a 

preliminary injunction will result in irreparable harm, inasmuch 

a s  it will r e n d e r  damages i n c a l c u l a b l e .  Moreover it i s  the 

court's opinion t h a t  a balance of t h e  e q u i t i e s  preponderates i n  

t h e  Plaintiff's f a v o r .  The only i s s u e  is whether the P l a i n t i f f  

is ultimately l i k e l y  to succeed on the merits. 

The gravamen of t h e  within complaint i s  that Defendant has  

engaged in "unfair competition". A judicially created tort, 

w h i c h  under  the circumstances of the i n s t a n t  case, fills the void  

resulting from t h e  lack of p r o t e c t i o n  a f fo rded  by federal 

c o p y r i g h t  law and common law copyright. 

At the outset it should be n o t e d  that t h e r e  is no s t a t u t o r y  

copyright p r o t e c t i o n  of  clothing designs. (-amah 'S 
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Operat ins Co., Inc., 416 F.3d  411 [!jth Cir. 20051 ;  Morris v.  

B u f f a l o  Cbia S B O Q t e r V ,  Inc., 160 F.Supp 2d 718 [ S D N Y  20011). And 

although it is c l e a r  that the s t a t e s  are n o t  preempted from 

asserting "common law" c o p y r i g h t  p r o t e c t i o n  in this area (m 
Swimwear, Ltd, v .  Lomas, 164 A D 2 d  804 [lXt Dept 1 9 9 0 J ) .  T h e r e  is 

no protection, at l e a s t  in this s t a t e ,  against what has come to 

be known as s t y l e  piracy. ( A . J .  Sandy, I n c .  v .  Ju nior ( I j t v .  

' I  Inc 17 A D 2 d  407 [l't Dept 19621). 

A s  Justice Stevens noted i n  A % J .  Sap dy, " [ I J n  the absence of  

copyright or design patent, dress designs c l e a r l y  are not 

p r o t e c t e d  by so-called common-law c o p y r i g h t ,  f o r  design 

copyrights do not e x i s t  at common law. Chas,  D. B riddell, Inc , ,  

v ,  Ala1 obe T r a d i n q  COFP., 194 F . 2 d  416; Millinerv Cre atoxs '  

Guild, Inc., v .  Federal Trade Corm . ,  109 F.2d  175." ( A , J .  S m  

Inc. v ,  Ju n i o r  City, Jnc . ,  17 AD2d a t  4 0 7 ,  4 0 9  [lac Dept 19621;  

see also Jaccaxd v ,  R .H. Macv & Co,, Inc., 265 AD 15 [lSt Dept 

19421; zee a l s o  Monteaut v .  H i c k s o n  1 7 8  AD 94 [lat Dept. 19171). 

The essence of an u n f a i r  competition claim, as a learned 

colleague r e c e n t l y  n o t e d ,  is that one may not act in bad faith to 

appropriate the skill, expenditures and labor of a n o t h e r .  (Banao 

Anparel Inc., v. Ic~nics Brand Group, IPC. ,  18 Mlsc.3d 1108(A), 

2 0 0 8  WL 41341, 2 0 0 8  NY S l i p  Op 5 O O O O ( U ) ) .  The Pattern J u r y  

Instructions ( 2  NY PJI3d 3 : 5 8  at 5 2 5 ) ,  i n d i c a t e s  that t h e r e  are 

at l e a s t  seven basis for a claim of u n f a i r  competition, two of 
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which,  palming off and misrepresentation, a re  r e l e v a n t  t o  t he  

i n s t a n t  case. 

A s  Judge  Read explained i n  'PTC Ltd, v .  Puncha in  i, Inc., 9 

NY3d 4 6 7  a t  4 7 6 - 7 7  [20071: 

We have long recognized two theories of 
common-law u n f a i r  competition: palming off 
and misappropriation ( s e e  Electroluz Go rp. v, 

"Palminq o f f " - - t h a t  is, the sale of the goods 
Val Worth, Inc. 6 N Y 2 d  556,  5 6 7 - 5 6 8  [1959] 

of  one manufacturer as those of another-was 
the f i r s t  theory of  unfair competition 
endorsed by New York courts, 

p a r t i e s  a r e  n o t  even  i n  competition" 
Electrolux, 6 N Y 2 d  at 567 citing E l a i n  Hatt. 
Watch Co. v. Illip~i 
665,  674 [1901] ( c i t a t i o n s  omitted). 
A f t e r  the United S t a t e s  Supreme C o u r t  
sanctioned the misappropriation t h e o r y  of 
unfair campetition in I n t e r n 9  tional News 
S e r v i c e  v ,  As sociated P r m  , 248 US 215 
[ 1 9 1 8 ] ,  
misappropriate t h e  results of the skill, 

< 

and "has been 
extended . . . to situations where the 

CQ, ,  1 7 9  US s Vat c h  case 

"[tlhe principle that one may not 

exaenditures and labors of  a competitor h a s  . 

embodying the famous or well-known marks 
doctrine in N e w  York common law--prunier and 
Vaudable-were,  in fact, decided w h o l l y  on 
misappropriation theories. 
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c lea r ,  by virtue of the inquiry from the JCPenney buye r ,  that a 

produc t  identified w i t h  and identical to the Plaintiff’s sweater- 

j a c k e t  was palmed o f f  by the Defendant  as its creator. 

Accordingly the application f o r  a preliminary injunction is 

gran ted .  

S e t t l e  O r d e r .  

Dated: _ii z Y  uk 

WALTER B.  T ~ L U B ,  J . S . C .  
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